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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 23 September 2003 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1_ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Notice to Applicant 

1. This communication is in response to the application filed 23 September 2003. Claim 1 is 
pending. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claim 1 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. Under the statute, the claimed invention must fall into one of the four 
recognized statutory classes of invention, namely, a process (or method); a machine (or system); 
an article of manufacture; or a composition of matter. 

(A) Under the guidance of recent case law, the requirements of 35 U.S.C. 101 are met 
when "the practical application of the abstract idea produces a useful, concrete, and tangible 
result" (State Street Bank & Trust Co. vs. Signature Financial Group, Inc., 47 USPQ2d 1596, 
1601-02 (Fed. Cir. 1998)). 

In the present case, the claimed invention allows collaboration using web clients through 
the Internet (i.e., useful), however does not perform steps that are repeatable or concrete that can 
be used in an insurance underwriting process. 



Application/Control Number: 10/669,882 Page 3 

Art Unit: 3626 

Further, for a claimed invention to be statutory it must also produce a tangible result, and 
it is respectfully submitted that in the present case, claim 1 does not have a tangible result, as 
there is no tangibly embodied real-world outcome or consequence that results from the method 
steps, and thus the invention fails to recite the practical application of an abstract idea to satisfy 
the requirements of 35 U.S.C. 101. 

In light of the above, it is respectfully submitted that the claimed invention, although 
useful, is neither tangible nor concrete, and thus fails to recite the practical application of an 
abstract idea to satisfy the requirements of 35 U.S.C. 101. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this counin , more lhan one year prior to the dale of;ipplie;ilion for patent in the United States. 

5. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Surbey et al. (WO 
0225470 Al). 

(A) As per claim 1 , Surbey teaches a method for facilitating communication among 
participants in an insurance underwriting process (Surbey; page 12, paragraphs 1-2), comprising: 

providing a web-centric system for allowing said participants to collaborate using web 
clients through the Internet (Surbey; page 8, paragraph 1 to page 9, paragraph 1, page 12, 
paragraphs 1-2); 
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wherein each of said participants is associated with a role, said role determining one of a 
set of modules available to said each of said participants and a set of business data available to 
said each of said participants (Surbey; page 8, paragraph 1 to page 9, paragraph 1, paragraph 
bridging pages 21-22). 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to Applicant's 
disclosure. The cited but not applied references, Felsher, U.S. Patent Application Publication 
Number 200200 1 0679, Hele et al., U.S. Patent Application Publication Number 20020 1 1 623 1 , 
Filep, U.S. Patent Number Application Publication 20030078816, Klaus, U.S. Patent Number 
7080020, Labelle et al, U.S. Patent Number 7240017, Luedtke, U.S. Patent Number 7249038, 
Stender et al, U.S. Patent Number 7333939 teach the environment of collaborating using web 
clients over the Internet. 

7. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington D.C. 20231 

or faxed to: (571)273-8300. 

For informal or draft communications, please label 
"PROPOSED" or "DRAFT" on the front page of the 
communication and do NOT sign the communication. 
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After Final communications should be labeled "Box AF." 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Natalie A. Pass whose telephone number is (571) 272-6774. The 
examiner can normally be reached on Monday through Thursday from 9:00 AM to 6:30 PM. The 
examiner can also be reached on alternate Fridays. 

9. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas, can be reached at (571) 272-6776. Any inquiry of a general nature or 
relating to the status of this application or proceeding should be directed to the Receptionist 
whose telephone number is (571) 272-3600. 

10. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/NAP/ 

Examiner, Art Unit 3626 

February 18,2008 

/C. Luke Gilligan/ 

Primary Examiner, Art Unit 3626 



